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Remarks 

This Amendment is intended to be fully responsive to the Office Action 
mailed September 19, 2005. 

In this Action, the Examiner has rejected ciaims 1-1 1 under 35 USC 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicants regard as the invention. Specifically, the Examiner has 
objected to the use of "type*'. Those skilled in the art know that a 'Votating-type torque 
transmitting mechanism" is a clutch, and a "nonrotating-type torque transmitting mechanism" 
is a brake. Nonetheless^ the word "type" has been removed with the present Amendment. 

The Examiner has also rejected claims 1, 2 and 4 under 35 U.S.C § 103(a) as 
being unpatentable over Sugiura in view of Dairokuno. A proper rejection under 35 U.S.C. § 
103(a) requires that the Examiner establish prima facie obviousness. As recited in the 
MPEP, **[t]he examiner bears the initial burden of factually supporting any prima facie 
conclusion of obviousness. If the examiner does not produce sl prima facie case, the applicant 
is under no obligation to submit evidence of nonobviousness," MPEP § 2142. 

The Examiner is reminded that three basic criteria must be met to establish 
prima facie obviousness, MPEP § 2143. First, there must be some suggestion or motivation 
to modify a reference or combine teachings. Id Second, there must be reasonable 
expectation of success. Id Third, the prior art reference or references must teach or suggest 
all the claim limitations. Id. 

The rejection of claim 1 is improper because the Examiner has not provided an 
adequate motivation or suggestion to combine the teachmgs of Sugiura with Dairokuno, and 
thus the first criterion necessary to establish prima facie obviousness is not satisfied. In the 
OflGce Action, the Examiner states that **[i]t would have been obvious to one having ordinary 
skill in the art at the time the invention was made to provide the torque rotating mechanisms 
of Sugixu-a et al. with a bearing disposed between the piston and plate in view of Dairokuno et 
al. to provide rotatable support for the piston.'* (See Office Action, page 3) 
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However, there is no teaching in Dairokuno et al. of providing * *rotatable 
support for the pistotf ' as the Examiner states. The bearing (47) of Dairokuno et ai. is 
provided merely to accommodate the slight relative rotation of the first and second cam plates 
35, 37* Referring to column 13, lines 13-18 of Dairokuno et al, ".,.the needle bearing 47 is 
interposed between the first cam plate 35 and a separator plate 13 in order to smoothly make 
the relative rotations between the first cam plate 35 and the second cam plate 37. . 
Dairokuno et aL is silent regarding rotatablv supporting a piston . Rather, the bearings 47 of 
Dairokuno et al. merely acconunodate slight rotation of the cam members. There is no 
reason to believe that one skilled in the art would look to the teachings of Dairokuno et al. to 
accommodate high-speed rotation between an apply piston and an apply plate, as in the 
present application. The split-cam arrangement of Dairokuno et al, is an obscure, 
functionally different design with no apparent, or motivated, value in the development of the 
present invention, and the Examiner has failed to provide proper motivation for the 
combination with Sugiura. 

Further, regarding the third criterion for prima facie obviousness^ the prior ait 
does not teach or suggest all of the claim limitations. Specifically, Dairokuno et al. does not 
teach ''an apply plate rotatable with at least one portion of said first torque-transmitting 
mechanism", as reqiured by claim 1 . The Examiner states that element 13 is an *'appJy plate", 
but it is clearly identified as a ^separator plate" in the specification. See, for example, 
column 13, Imes 13-18 of Dairokuno et aL, "...the needle bearmg 47 is interposed betwem 
the first cam plate 35 and a separator plate 1 3 in order to smoothly make the relative rotations 
between the first cam plate 35 and the second cam plate 37.. The separator plate 13 is 
inside the clutch pack and is therefore not a piston apply member. Dairokuno et al. teaches 
no a ppiv plate rotatable with at least one portion of the fn-st rotating toraue-transmitting 
mechanism^ as required by claim 1 . 

Accordingly, Applicants submit that the rejection of claim 1 is improper. 
Claims 2-4 ultimately depend fiom claim 1 and arc therefi^re allowable for at least the same 
reasons that claim 1 is allowable. 

The Exammer has fiirther indicated that claims 5-9 and 1 1 would be allowable 
of rewritten or amended to overcome the rejection under 35 USC 1 12, 2"** paragraph. 
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Accordingly^ with this Amendment, these claims are allowable, as indicated by the Examiner. 

[n light of these Remaiks and this Amendment, it is respectfully submitted that 
all claims are in condition for allowance, which action is requested. 



Date: 




QUINN LAW GROUP, PLLC 
39555 Orchard Hill Place, Ste. 520 
Novi, Michigan 48375 
Phone: 248-380-9300 
Fax: 248-380-8968 



Respectfully submitted, 
Stevenson et al. 




stopher W. Quinn 
Reg. No. 38,274 
Attorney/Agent for Applicant 



On behalf of: 
Leslie C. Hodges 

GENERAL MOTORS CORPORATION 
Legal Staff Mail Code 482-C23-B21 
P.O. Box 300 

Detroit, Michigan 48265-3000 
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